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Commissioner For Patents 
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IBANSMinALQEAEPEALBBlBE 

• Transmitted herewith Is the Appeal Brief In this application with respect to the Notice of Appeal filed on t 

H The fee for filing this Appeal Brief is $510,00 (37 CFR 41 .20). 
, 13 ' No Additional Fee Required. 

(complete (a) or (b) as applicable) 

The proceedings herein are for a patent application and the provisions of 37 CFR 1.136(a) apply. 

' flfa) Applicant petitions for an extension of time under 37 CFR 1.136 (fees: 37 CFR 1.17(a)-(d)) for the total number of 
, ' months checked below: 



n 



IslMonlh 



□ 2nd Month 
$460 



□ 3rd Month 
$1050 



□ 4Lh Month 
$1640 



□ The extension fee has already been filed in this application. 

El(b) Applicant believes that no extension of time is required. However this conditional petition is being i made } to provide Tor 
w the possibility that applicant has Inadvertently overlooked the need for a petition and fee for extension of time. 

Please charge to Deposit Account 06-2025 the r.um of _ $ 510 . At any time during the pendency of this 
please charge any fees required or credit any over payment to Deposit Account 08-2026 pursuant to 37 CFR 1.25. 
Additionally please charge any fees to Deposit Account 08-2026 under 37 CFR 1.16 through 1.21 inclusive, and any other 
sections in Trtla 37 of the Code of Federal Regulations that may regulate fees. 

[x] A duplicate copy of this transmittal letter is enclosed. 



| • horet?y certify that this conespondence Is being 
; deposited with the United Slates Postal Service as first 
das* mail In an envelope addrogseri to; 
Commissioner for Patenls, Alexandria. VA 22313-1450 



Date of Deposit: 



OR 



[X| I nercby certify thai this paper Is being transmitted to 
• me Patent and Tradgmaik Office facsimile number 
(671)273-0300. 

Dale of facslmil o; 1 0/04/2007 

IVpod Name: Brenda Wsaman % 

Signature: J^jj4l<J <4 /.<JAAl +*t&± 



Respectfully submi 
Peter 




Gary P. Oakeson 
AUorney/Agenl far Applicants) 
Reg No. : 44,266 
Dale: 10/04/2007 
Telephone ; 801-566-6633 
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TRANSMITTAL OF APPJEALBBIEE 

' Transmitted herewith is the Appeal Brief In this application with respect lo the Notice of Appeal filed on 09/07/2007 

El The fee for filing this Appeal Brief is $510.00 (37 CFR 41.20). 

* W No Additional Fee Required. 

(complete (a) or (b) as applicable) 

Tho proceedings herein are for a patent application and the provisions of 37 CFR 1.136(a) apply. 

□ (a) Applicant petitions for an extension oF time under 37 CFR 1.136 (fees: 37 CFR 1.17(a)-(d)) for the total number of 
months checked below: 



□ 



IstMontfi 
$120 



|— , 2nd Month 
U 5400 



□ 



3rd Month 
$1050 



□ 4U> Month 
S1640 



□ The extension fee has already been filed in this application. 

fxl(b) Applicant believes that no extension of time Is required. However, this conditional petition is being made to provide for 
. the possibility* that applicant has inadvertently overlooked the need for a petition and fee for extension of time. 

v Please charge to Deposit Account 08-2025 the sum of $ 510 , At any time during the pendency of this application, 
1 please charge any fees required or credit any over payment fcTbeposIt Account 08-2025 pursuant to 37 CFR 1.25. 
. Additionally pleaso charge any fees to Deposit Account 08-2025 under 37 CFR 1.16 through 1.21 inclusive, and any other 
Sections to Title 37 of the Code of Federal Regulations that may regulate fees. 



(x) A duplicate copy of this transmittal letter Is enclosed. 

□ l hereby certify l hat this correspondence Ib baino 
deposited with the United Slates Poviat Service as first 
class mail in an envelope addressed lo: 
Commissioner for Palents, Alexandra, VA 22313-1450 

Dote of Deposit: 

OR 

(x| I hfcroby cortify that this paper Is balng transmitted lo 
the Patent and Tiademark Office facsimlre number 
(571)273.8300. 

Date of facsimile: 10704/2007 

Typed Name: Qrenda Wiseman 

Signature: fUt.M^- ^ ' 



Respectfully submit 
Peter C. ^ftrirol 




Gary P. Oakeson 
Attorney/Agent ror AppHcenl(s) 
Reg No. : 44,266 
Date: 10/04/2007 
Telephone: so 1-666-6633 
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Postal Service with sufficient postage 
as first class postage in an envelope 
addressed lo Commissioner for 
Patents, P.O. Box 1450, Alexandria, 
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below. 



tO 1 4 £*2> 
of deposit 



goz. 



Dole of Deposit 
Brcnda Wiseman 



APPLICANTS' APPEAL BRIEF UNDKR 37 (:.RR ^4137 



Commissioner for Patents 
P.O. Box 1450 
.Alexandria, VA 22313-1450 
Moil Stop Appeal Brief - Patents 



Sin 

Appellants submit this Appeal Brief in connection with their appeal from the 
final rejection of the Patent Office, mailed June 14, 2007, in the above-identified 
application. A Notice of Appeal was mailed to the Board of Appeals on v Septembcr 7, 
2007. 
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I^HALXAMYJ^MJEEEST 

The real party in interest is Hewlett-Packard Development Company, LP, a 
limited partnership established under the laws of the State of Texas and having a 
principal place of business at 20555 S.H. 249 Houston, TX 77070, U.S.A. 
(herei natter "HPDC"). HPDC is a Texas limited partnership and is a wholly-owned 
affiliate of Hewlett-Packard Company, a Delaware Corporation, headquartered in 



Palo Alto, CA. Tbo general or managing partner of HPDC is HPQ Holdings, LLC. 



!' 
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\. V ' lt._RBLATEIlAPPE^^ 



i " '•• •" 



Appellants and Appellants' legal representatives know of no other appeals or 
interferences ttat will directly affect or be directly affected by or have a bearing on 
(lie Board's decision in the pending appeal. 
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; '. ' III. STATUS OF CLAIMS 

Claims 1 -23 and 25-47 remain pending. Claim 24 has been canceled. Claims 
1-13 and 3H7 have been withdrawn, The claims on appeal in this application are 
claims 14-23 ami 25-30. 



•i . 
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; '•■ ' IV- STATUS O F AMENDMENTS 

";>,;. No amendments to the presently pending claims have been made since the Office 

1 , . Action mailed on Junp 14, 2007, by which the fmal rejection of the pending claims 
! . was made. 



t 



t 



« * !'.•• 
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V, SU MMARY OF CLAIMED SUBJE CT MATTER 

14, (previously presented) A print medium, comprising: 
\ a) a media substrate (page 3, lines 3, 8-9, page 4, lines 25-29; page 6, 

line 30); and 

b) an ink-receiving layer applied to the media substrate (page 3, lines 
3, 9; page 6 f lines 10- 1 L 30), said ink-receiving layer comprising: 

i) a dispersion of inorganic particulates (page 3, lines 4-5, 1 1 ; 
page 6, line 20, 31); 

ii) a polymeric binder (page 3, lines 5,11-12, page 6, lines 20- 
21, 31); and 

iii) gas generated bubbles (page 5, lines 21-24; page 6, lines 10- 
12, 32) located within the ink-receiving layer (page 3, lines 5-6; page 
6, lines 10-12, 30-32), wherein the gas generated bubbles are generated 
by reacting an acid with a weak base comprising a salt of an alkali 
metal and a weak acid (page 3, line 12; page 6, lines 21-23, 32; page 7, 
lines 1 -2), and wherein the alkali metal is present in the ink-receiving 
layer at from about 0.4 wt% to about 10 wt% (page 10, lines 13-15). 
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VI, QROirNpS OP RHJKCTf ON TO BE REVIEWED O N APPEAL 

The issue presented for review is whether claims 14-23 and 25-30 are 
unpatentable under 35 U.S.C. 103(a) as being obvious over U.S. Patent No. 6,492,005 
(hereinafter "Ohbayashi") in view orU.S. Patent No. 6,129,785 (hereinafter 
"Sclilicsmnn") and U.S. Published Patent Application No. 2003/0064206 (hereinafter 
"Koyano"). 
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VII. ^ ARGUMENT 
. A. Prosecution History 

The present application was filed as an original utility application on February 6, 
2004 under the title WEAK BASE MODIFICATION OF POROUS INKJET-MEDIA 
4 • ; COATING FOR ENHANCED IMAGE QUALITY. Forty-seven claims were 

presented. The application was assigned Serial No. 10/774,917. 

In tlic first Office Action mailed January 10, 2006, the Examiner examined 
. claims 14-30 based on a provisional election made by Bradley Haymond during a 

, , telephone conlbrcncc on December 14,2005, The Examiner rejected claims 14-20, 
1 - ' ■ 1 ■ 25-28/and 30 under 35 LLS.C § 1 02(b) as being anticipated by U.S. Patent No. 

6,165,606 (hereinafter "Kasaharu"). Additionally, the Examiner rejected claims 22- 
23 and 29 under 35 t J.S.C. 103(a) as being as being unpatentable over U.S. Patent No. 
6, 1 65,606 (hereinafter ^Kasahara"). Notably, the Examiner objected to claims 21 and 
. 1 . , . 24 as being dependent upon a rejected base claim, but indicated that such claims 

would be allowable if rewritten in independent form, 
; Appellants suhmiited a response to the Patent Office on April 3, 2006. In order 

to expedite prosecution, Appellants amended the claims according to the Examiner's 

• k ' suggestion by incorporating the elements of claim 24 into independent claim 14, As 

such, the amended claim set was thought to be allowable according to the Examiner's 
explicit statements that claim 24 constituted "allowable subject matter." See Office 
k ; , Action dated January 1 (), 2006, page 6. 

\ A second Office Action was mailed on June 21, 2006. In that Action, iho 

V - * ■ Examiner withdrew the 35 US.C, § 102 and § 103 rejections. However, instead of 

s ; \. allowing the claim set as indicated in the previous action, the Examiner performed a 

/ t .J new search and issued new rejections. Specifically, the Examiner rejected claims 14- 
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23 and 25-30 under 35 U-S.C. 103(a) as being as being unpatentable over Kasahara in 
'• . 
'■- ■■ ''"■[': ,.' view of U.S. Patent No. 6,129,785 (hereinafter "Scbliesman") and U.S. Publication 

; , . ' No: 2003/0064206 (licrcinaftcr "Koyano*:). 

Appellants submitted a response to the second Office Action on September 20, 

.... 2006. In (hat response, Appellants argued thai the combination of references did not 

' tertch each and every clement of the pending claim set. Specifically, Appellants 

%< , . J f ■ argued that the Examiner had not shown the elements of 0.4 wt% to about 10 wt% of 

the alkali metal or gas generated bubbles within the ink-receiving layer. 

: In a third Office Action mailed December 1 4> 2006, the Examiner withdrew the 

! ' outstanding 35 U.S.C. § 103 rejection. Again r the Examiner performed a new search 

and issued a new singlo § 103 rejection. Notably, Appellants have done nothing that 

f would require a new search. The Examiner rejected claims 14-23 and 25-30 under 35 

■' ■ ■ U.S.C. § 103(a) as being unpatentable over U.S. Patent No. 6,492,005 (hereinafter 

s ,! "OHbayashP) in view of Schliesman and Koyano. 

Appellants submitted a response to the Office Action On March 1 4, 2007. In that 

' : ' • 1 response, Appcllanls reiterated that the combination of references did not teach each 

andjevcry clement of the pending claim set Specifically, Appellants argued that ihe 

, ' { ' ' . Examiner had not shown the elements of 0,4 wt% to about 10 wt% of the alkali metal 

!•:"•.' , , or gas generated bubbles within the ink-receiving layer. Additionally, Appellants 

, provided a reaction schematic for the Examiner showing that the combination could 

' :.'■!'; • not provide the gas generated bubbles as presently claimed. 

. ; ' * f , . In ft fourth Office Action made final mailed June ] 4, 2007, the Examiner 

1 K ' / •' maintained the § 103 rejection front the previous Office Action. 

.' « ' ■ * 

: . L' \ , • . Appellants submit that the Examiner has undergone a pattern where the refrcnecs 

. have facn changed throughout the prosecution in order to issue new rejections rather 
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\ thnn advance the prosecution of the present application. Such tactics defeat the 

purpose of proscculion, consume a considerable amount of lime and expense, and 
. / \ , • conflict with the directives of the MPEP, including MPEP 706.07 (regarding 

switching one set of references to another); MPEP 904.03 (regarding conducting new 
searches)- and MPEP 707 (regarding the Patent Examiner's responsibilities, including 
. using best references). Furthermore, each rejection issued by the Examiner has no 
more merit that the previous rejection. Finally, Appellants submit that each rejection 
[ . , issuecj throughout the prosecution, including the present Office Action, fails to teach 
live elements of die present claim set. 

t B. Appellants' invention 
' ' Appellants' invention provides a print medium comprising a media substrate; and 

\ - • • an ink-deceiving layer applied to the media substrate, where the ink-receiving layer 

, • comprises; i) a dispersion of inorganic particulates; ii) a polymeric binder; and jii) gas 

\ t ■ generated bubbles located within the ink-receiving layer, wherein the gas generated 

, '. :• bubbles are generated by reacting mi acid with a weak base comprising a salt of an 

alkali metal and a weak acid, and wherein the alkali metal is present in the ink- 
rceciving layer at from about 0,4 wt% to about 10 wt% . 

C. The Primary and S econdary References 
• . ' . 1 .* The Oh bayiifilii Reference 

*■ / • * Ohbayashi discloses an ink-jet recording sheet comprising a water non- 

absorptive support and a porous ink absorptive layer having a polycondensation 

'ft 

' ? ' ' ; • product on ihe support. See Abstract, The ink-absoiptive layer can have inorganic 

particles. Scecol. 13, lines 32-34. Various additives can be added to the ink 
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absorptive layer including anti-fading agents, whitening agents* surface active agents, 
pH-adjusling agents, nnti-foaming agents, lubricants, antiseptics, thickeners, antistatic 
agents, tnatling agents, and UV absorbers. See col, 16, lines 21-34, As noted by the 
lixamiuer, Ohbayashi discloses the use of hardeners , such as boric acid. .See col, 15, 
lines 51-52, Notably, Ohbayashi docs not disclose gas generated bubbles in its ink 
absorptive layer or in any other part of the recording sheet Additionally, Ohbayashi 
does not teach an alkali metal being present in the ink absorptive layer at from about 
0,4 wt% to about 10 wt%, 

2, The Sc hlicsman Refcience 

Schlicsman discloses a coating composition of ink-jet recording medium 
comprising an aqueous suspension of absorptive silica pigment, a polyvinyl alcohol 
binder, and a cationic fixing agent, where the composition is dispersed atpH values in 
the range of 4,0 to 7,0. See Abstract 

3. The Koyano fieferqnee 

Koyano discloses a recording material having a prdxeatment fluid with a 
viscosity or from 1 0 to 1 0,000 mPa-s. See Abstract. The pi I of the prelreatment fluid 
is preferably controlled so as to he near neutral, i.e. pH of 7. iire [01 56]. The 
prelreatment fluid can include a pH controlling agent such as lithium hydroxide and 
lithium carbonate, See [0157]. 
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i. : *; ' ' [ X Rejection s Under 35 U.S.C. § 103(a) 

j : ; ■ •* 1. , Requi rements for Prima Facie obviousness 

: The Examiner has rejected all of the pending claims under § 103(a) as being 

prima facie obvious over a number of references. The Patent and Trademark Office 

(PTO), through the Examiner, has the burden of establishing a prima facie case of 

obviousness. In re Fine, 837 F.2d 1071, 5 U.S,P.Q.2d 1596, 1598 (Fed, Cir, 1998). 

To satisfy this burden, the PTO must meet the criteria set out in M.P.E.P. § 706>02(j); 

[TJhrec basic criteria must be met. First, there must be some suggestion or 
motivation, eilher in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when 
combined) must teach or suggest all the claim limitations. The teaching or 
suggestion to make Ihc claimed combination and the reasonable expectation 
of success must both be found in the prior art and not based on applicant's 
disclosure. In re Vaeck> 947 F,2d 488, 20 USPQ2d 1438 (Fed, Cir. 1991). 

Moreover, the obviousness analysis must comply with the statutory scheme as 
explained by the Supreme Court in Graham v. John Deere Co., 383 U.S. 1 , 17 (1966), 
namely, consideration must be given to; (1) the scope and content of the prior art, (2) 
the differences between the prior art and the claimed invention, (3) the level of 
. ordinary skill in the pertinent art, and (4) additional evidence, which may serve as 
indicia of non-obviousness. 

An excellent summary of how the prior art must be considered to make a case 
of prima facie obviousness Is contained in In re Ehmsich et ai , 220 U.S.P.Q. 504, 
■ 509-5 i 1 (CCPA 1 979). 'there the court states that a reference must not be considered 

• )\ ■ '■■ \ in a vacuum, but against the background of the other references of record. It is stated 

that the question of a § 1 03 case is what the reference^) would "collectively suggest" 

* : 

, ! , to one of ordinary skill in the art, However, the court specifically cautioned that the 
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Examiner must consider the entirety of the disclosure made by the reference and 

1 . avoid combining them indiscriminately, 

It has been widely recognized that virtually every invention is a combination 

. of element and that most, if not all, of these will be found somewhere in an 

, examination of the prior art, This reasoning lead the court, in Connell v. Sears, 

Roebuck & Co., 220 U.S.RQ. 193, 199 (Fed, Cir. 1983) to state: 

'\,,it is common to find elements or features somewhere in the 
prior art. Moreover, most if not all elements perform their 
ordained and expected function. The test is whether the claimed 
invention as a whole , in light of all the teachings of the 
references in Ihcir entireties , would have been obvious to one 
of ordinary skill in the art at the time the invention was made " 
(underlining added) 

With tlic above background in mind, Appellants contend that the Examiner has 
not met this burden with respect to any of the claims on appeal. Particularly, 
. Appellants submit thai the PTO has failed to show that each and every clement of the 
, claimed invention is contained in Ihe combined references. Appellants now turn to a 
discussion of the individual rejections at issue, and the references on which ihey are 
based. 



2. Ohbiivashi in view oTSchHesman and Koy ano 

Claims 14-23 and 25-30 were rejected under 35 U.S.C, 103(a) as being 
allegedly unpatentable over Ohbayashi in view of Sehliesman and Koyano, 
Appellants respectfully assert the Examiner has not satisfied the requirement for 
establishing a case of prima facie obviousness in the present rejection, The Examiner 
has not shown each and every claim limitation in the prior art. Specifically, the 
clement of an alkali metal present in the ink-receiving layer at from about 0,4 wt% to 
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about 10 wt% has not been shown. Additionally, tlic clement of gas generated 
. - ■ . * i ■ bubbles located within the ink-receiving layer has not been shown. 

As previously discussed, Ohbayashi teaches an ink-jet recording sheet with a 
recording layer containing a binder and inorganic particles. Ohbayashi further teaches 
;| generally of the use of a polyvinyl alcohol or derivative thereof as a binder, boric acid 

as an additi ve hardening agent, and potassium carbonate as a pH-adjusting agent. 
' ' Schlicsman is cited lo show ink jet recording mediums having a coating composition 

, with z pi f range of 4.0 to 7.0. Koyano is cited by the Examiner to show lithium 

compounds used as pll controlling agents. Specifically, Koyano specifically teaches 
the use of lithium hydroxide and lithium carbonale as effective pH controlling agents. 
However, none of the references teach the alkali metal being present in ihe 
. ' ink-receiving layer at from about 0.4 wt% to about 1 0 wt%, as claim 1 4 requires. The 

* pofasdum carbonate of Ohbayashi cited by 1hc Examiner is taught as an additive 

amongst a laundry list of other possible additives such as anti-fading agents, 
whitening agents, surface active agunts, anti-foaming agcnls, lubricants, antiseptics, 
! . thickeners, antistatic agents, matting agents, and UV absorbers. Ohbayashi does not 

further elaborate on the use of potassium carbonate other than this brief listing, and 
certainly docs not teach the required weight percentages. Likewise, neither 
Schlicsman nor Koyano teach the required weight percentages. Even though Koyano 

i 

; exemplifies the use of lithium hydroxide in various amounts, such disclosure is not 

; ;, ; applicable (o the present invention as lithium hydroxide is not a weak base. 

As none of the references, either alone or in combination, teach the distinct 
;. ( • and recited claim element of an alkali metal present in the ink-receiving layer at from 

about 0,4 wt% to about 10 wt%, a prima facie case of obviousness has not been 
• !■ presented. 
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• 1 Furthermore, and even more notably, none of the references, either alone or in 

combination, teach Hit? uas gener at ed bubbles in the ink receiving layer. The gas 
generated bubbles of the present invention are generated by reacting an acid with a 
weak base comprising a salt of an alkali metal and a weak acid. The Examiner relies 
solely ou an inherency argument in that due to the presence or potassium carbonate 
/ ■ ' . ■ : and boric acid as presented in Ohbayashi, they would react and form bubbles of the 
• t claimed diameter. However, this is clearly not the case based on the explicit 

teachings of Ohbayashi. Ohbayashi teaches that boric acid is used as a hard ening 
. ; ' . agent for polyvinyl alcohol (a reaction that is well known). Such a reaction is shown 
»\ , by the following reaction schematic: 




As shown above, when boric acid is used in this fashion, it is consumed during 
^e cross-linking process. Therefore, boric acid could not subsequently react wilh 
. potassium carbonate to generate The gas bubbles as recited in independent claim 14. 
; Iw Other words, Ohbayashi cannot use boric acid in the manner alleged by the 
, Examiner since boric acid is consumed (and neutralized) during the cross-linking 
! reaction. As previously noted, the use of boric acid in this fashion (as a hardening 
; , agent) is w^no&n in the art. Therefore, based on the teachings of Ohbayashi, 
; ; ( boric acid could not bu used to generate gas bubbles. 
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' ' , ' ' Additionally, neither Schliesman nor Koyano teach the generating of gas 

; bubbles. ' As none of the references, either alone or in combination, teach the distinct 

and recited claim clement of generated gas bubbles in the ink-receiving layer, a prima 
facie case of obviousness has not been presented. 

The Uxaminor has a\spondcd thai the above arguments arc not persuasive 
since the potassium carbonate and the bone acid in Ohbayashi have been disclosed by 
, • ( Appellants as fonnmg gas generated bubbles; i.e., Ohbayashi then must also form gas 
- generated bubbles. However, such an inherency argument is misplaced. 

Specifically, Ohbayashi does not teach the use of potassium carbonate and 
boric acid together. The fixaminer has merely chosen these two elements from 
> amongst hundreds of possible combinations disclosed in Ohbayashi, One skilled in 

* - the art could not duplicate the present disclosure based on Ohbayashi alone or in 
, , combination with Sohliesman and Koyano, since Ohbayashi docs not disclose gas 

generated bubbles, docs not disclose the presently claimed combination of potassium 
carbonate and boric acid (or any other combination that would provide gas generated 
' ' ; bubbles), and explicitly teaches that boric acid is used as a hardener; a process that 

consumes boric acid and neutralizes it, as previously discussed. 

Furthermore, if potassium carbonate were combined with boric acid as 
■ : \ presently disclosed, such a reaction would frustrate the hardening described in 
. - ' oh M u *H thereby 

aclually teaches away from the use Of boric acid as presently disclosed. 
,* ' ',; I * , As Appellants have raised the issue of teaching away, Appellants would like 

/ j . • to review the current case law regarding teaching away for the Board's convenience. 
■ I ' ' /. \'\ • ' ™ c ( ' 0llrt of Appeals for the Federal Circuit has clearly staled that "an applicant may 
\ ' ' rebut a prima facie case of obviousness by showing diat the prior art teaches away 
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. ■ : fr° m tne claimed invention in any material respect." I n re Petersen. 315 F,3d 1325, 

:• ' ; 1331 (Fed. Cir. 2003). riie Court has also stated that "[w)c have noted elsewhere, as 

a 'useful general rule,* that references that teach away cannot serve to create a prima 
incie case of obviousness." (emphasis addedl McGinlev v. Franklin Sports. Inc. . 261 
R3d 1339, 1354 (Pcd. Cir. 2001). Jn identifying the appropriate standard for teaching 
. • • away, the Com t has further stated: 

, - v , U A reference may be said lo teach away when a person of ordinary 

skill, upon reading the reference, would be discouraged from 
, following flic path set out in the reference, or would be led in a 

i . • direction divergent from the palh that was taken by the applicant. The 
i degree of teaching away will of course depend on the particular facts; 

j , . : in general, * reference will tpaeh away if it suggests that the line of 

' ! development (lowing from the reference's disclosure is unlikely to be 

, , : productive of the result sought by the applicant" (emphasis added) 

' I 1 ; ' ■ In re Gurley, 27 F.3d 551, 553 (Fed. Cir. 1994), 

: . Clearly in the present case, Ihe line of development flowing from the 

" . ' Ohbayashi reference is unlikely to be productive of the result sought by ihe Appellant 

• 1 since Ohbayashi uses boric acid as a hardener, which is consumed and neutralized 
/ ; i during the hardening process, and therefore, could not produce gas generated bubbles. 

Additionally, Appellants wish to address dependent claims 15, 22, and 23. 
; The Examiner has stared that "the use of lithium containing pH adjusting agent such 

| as lithium carbonate is well known > . in citing Koyano, However, a close 

, ' ( inspection of Koyano reveals that such compounds aroused to maintain the pH near 

neutral or even as a basic solution. See [0156]. Therefore, one skilled in the art 
J tt % would not use such a well-known basic compound to achieve the acidic pHs as found 

! . , ; ' ' ' « * in dependent claims 22 and 23 or the excess acidic solution found in claim 15. 
\ Likewise, one skilled in the art would not use a basic pH adjuster, including th* 

: :V t . ' potassium carbonate, of Ohbayashi. As such, with regards to dependent claims 1 5, 
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■ i 
,i 

22, and 23J the present rejection would not only destroy the functionality of the gas 
bubble formation, but would also destroy the functionality of achieving the recited 
pH, 

Because the asserted combination fails to teach every clcrncm of independent 
claim 14 and the respective dependent claims, including the alkali metal present in the 
ink-receiving foyer at from about 0.4 wt% to about 1 0 wt% and the gas generated 
„ hubbies in the ink-receiving layer, Appellants submit that these claims present 

, , . patentable subject matter, and the rejections of these claims should be overturned. 

,: AkIiHISJusiojn 

Appellants respectfully submit that the claims on appeal set forth in the Appendix 
*' ■ \ ; : are patental^Iy distinct from the asserted prior art references, Particularly, none of the 

asserted combing t^ons of references would teach one of ordinary skill in the art within 
the meaning of 35 U.S.C, § 103(a) lo arrive at the presently claimed invention. For at 
least these reasons, Appellants rcspcclfuHy request that the Board of Appeals reverse 
the rejection and remand the case to the Examiner for allowance, 
' Dated this 4 lh day of October, 2007. 




Garjc/P, Oakfeson 
Attorney for Appellants 
Registration No. 44,266 

THORPE NORTH & WESTERN, LLP 
8180 South 700 East, Suite 200 
Sandy, Utah 84070 
(801)566-6633 

On Behalf Of; 
HEWLETT-PACKARD COMPANY 
1000 NE Circle Blvd., m/s 422B 
Corvallis, OR 97330-4239 
(541)715-0159 
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' Ml. CLAIMS A PPKNDF X; 

j 1 . (withdrawn) A method of producing a print medium, comprising steps of: 

a) preparing a coating composition having an acidic pll, said coating 
composition comprising: 
.* '' i) a dispersion of inorganic particulates; 

ii) a" polymeric binder; and 

iii) a weak base comprising a salt of an alkali metal and a weak 
, acid; and 

• ' b) coaling a media substrate with tlie coating composition to form an 

' . ink-rccciving layer Ihcrcon, 

2, (withdrawn) A method as in claim 1, further comprising a step of including 
' % , an acid in the coaling composition that is reactive with the weak base, 

3, (withdrawn) A method as in claim 2, wherein the acid is provided by an 
acidic cross linking agcnL 

.; , 4, (withdrawn) A method /is in claim ] , wherein the weak base generates gas 
bubbles as a result of the acidic pH, 

5 , (withdrawn) A method as in claim 4, wherein the gas bubbles are CO2 
I .< bubbles. 
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6. (withdrawn) A method as in claim 1 , wherein the weak base is selected 
from the group consisting of alkali carbonate salt, alkali bicarbonate salt, and mixtures 
thereof. . 

. 7. (withdrawn) A method as in claim l s wherein the alkali metal is selected 
from die group consisting of sodium, lithium, and potassium. 

8. (withdrawn) A method as in claim 7, wherein the alkali metal is sodium. 

9. (withdrawn) A method as in claim 7, wherein the alkali metal is lithium. 

10. '(withdrawn) A method as in claim 1 , wherein the pH of tho coating 

I 

composition is from about 2.0 to about 6.0. 

i 

i 

■ 11. ( withdrawn) A mclhod as in claim 10, wherein the pH of tho coating 
composition is from about 3.0 to about 4,5, 

1 2, (withdrawn) A method as in claim 1 , wherein the salt is added to the 
coating composition at from about 0.001 wt% to about 10 wt%. 

i 

13. (withdrawn) A method as in claim 1 , wherein the media substrate is a 
coated media substrate, and the coating composition is a topcoat to be applied to the 
coated media substrate. 



y^ y \. r 14, j(prcvipusly presented) Aprint medium, comprising: 
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a) a media substrate; and 

i 

' , j b) an ink-receiving layer applied to the media substrate, said ink- 

!' receiving layer comprising: 

i) a dispersion of inorganic particulates; 

ii) a polymeric binder; and 

Hi) gas generated bubbles located within the ink-receiving 
, ! ■ layer, wherein the gas generated bubbles are generated by reacting an 

\ acid with a weak base comprising a salt of an alkali metal and a weak 

acid, and wherein the alkali mcta! is present in the ink-receiving layer 
' , . . at from about 0.4 wt% to about 1 0 wt%. 

15, (original) A print medium as in claim 14, wherein the ink-receiving layer 

• {< • 

1 " ;' contains excess amounts of the acid. 

16, (original) A print medium as in claim 14, wherein the acid is provided by 
an acidic cross linking agent, 

17, (original) A print medium as in claim 14, wherein the ink-receiving layer 
contains an excess of the weak base, 

- t \ 8 - (original) A print medium as in claim 14, wherein the weak base is 

■ / , ; ■ .selected from the group consisting of a carbonate, a bicarbonate, and mixtures thereof. 

i > . ; 

1 0, (original) A print medium as in claim 14, wherein the alkali metal is 
; ■; selected from the group consisting of sodium, litliium, and potassium. 
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20. (original) A print medium as in claim 1 9 S wherein the alkali metal is 
; . / sodium. 

21. (original) A print medium as in claim 19, wherein the alkali metal is 
lithium. 

22. (original) A print medium as in claim 14, wherein the pl-l of the ink- 
receiving layer is from about 2.0 to about 6.0. 

t 

' • ! 23. (original) A print medium as in claim 22, wherein the pH of the ink- 

: , receiving layer is from about 3.0 to about 4, S, 

24. (canceled). 

. . ; 25. (original) A print medium as in claim 14, wherein the ink-receiving layer 

, , has ail average thickness of from about 1 0 ^m to about 60 jim. 

26. (original) A print medium as in claim 14, wherein the bubbles have an 
average diameter pf less than about 10 jim, 

.27, (original) A print medium as in claim 26, wherein the bubbles have an 
average diameter of from about 0.01 fim to about 0.1 urn 
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28. (original) A print medium as in claim 14, wherein the media substrate is a 
coated media substrate, and the ink-receiving layer is applied as a topcoat to the 
coated media substrate, 

29. (original) A print medium as in claim 28, wherein the ink-receiving layer 
. has an average thickness of from about 0.1 to about 10 u.m, 

30. (original) A print medium as in claim 29, wherein the alkali metal 

' concentration in the ink-receiving layer applied as a topcoat is greater than is present 
in the coated medial substrate. 

31. (withdrawn) A printed image on a print medium, comprising; 

a) a media substrate; 

; b) an ink-receiving layer applied to the media substrate, said ink- 

receiving layer comprising; 
; i) a dispersion of inorganic particulates; 

' : 5 ii> a polymeric binder; and 

iii) a salt of an alkali metal and a carbonate or bicarbonate 
species; and 

! • c) an ink-jet ink printed on at least a portion of the ink-receiving layer, 

, ; . ; . 32, (withdrawn) A printed image as in claim 3 1 , wherein the ink-receiving 

, layer also includes an acid lenccive with the salt. 
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33. (withdrawn) A printed image as in claim 32, whercin the acid is provided 
• by an acidic cross linking agent. 

34. (withdrawn) A printed image as in claim 31, wherein the ink-receiving 
layer contains an excess of ihe carbonate or bicarbonate species. 



35. (withdrawn) A printed image as in claim 32, wherein the acid and the salt 
generate CO^ bubbles, said CO2 bubbles providing voids which remain present in the 
ink-receiving layer, 



36. (withdrawn) A printed image as in claim 3 1 , wherein the alkali metal is 
; * \ selected from (he group consisting of sodium, lithium, and potassium, 



37. (withdrawn) A printed image as in claim 36, wherein the alkali metal is 
, sodium. 

38. (withdrawn) A printed image as in claim 36, wherein the alkali metal is 
lithium. 

39. (withdrawn) A printed image as in claim 31, wherein the pH of the ink- 
receiving layer is from about 2.0 to about 6.0. 



40. (withdrawn) A printed image as in claim 39, wherein the pi J of the ink^ 
• receiving layer is from about 3.0 to about 4.5. 
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' 41. (withdrawn) A printed image as in claim 31 , wherein the alkali metal is 

/ , . ( present in the ink-receiving layer at from about 0.4 wt% to about 1 0 wt%. 

i 

; 42. (withdrawn) A printed image as in claim 3 1 , wherein the ink-receiving 

layer has an average thickness of from about 10 (im to about 60 Mm. 

43. (withdrawn) A printed image as in claim 35, wherein the bubbles have an 
average diameter of less than about 10 jxnr, 

44. (withdrawn) A printed image as in claim 35, wherein the bubbles have an 
average diameter of from about 0,01 urn to about 0.1 jim. 

45. (withdrawn) A printed image as in claim 3 1 , wherein the media substrate 
is a coated nied ia substrate, and the ink-receiving layer is applied as a topcoat to the 
coated media substrate, 

46: (withdrawn) A printed image as in claim 45, wherein the ink-receiving 
layer lias on average thickness of from about 0.1 |im to about 10 jim. 

\ ! ' 41 . (withdrawn) A printed image as in claim 46, wherein the alkali metal 

concentration in the ink-receiving layer applied as a topcoat is greater than is present 
/ ' in the coated media substrate. 
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